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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of 
this subsection of an application filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1 , 5 and 180-181 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Komatsu et al. (U.S. 6, 631,486). 

Regarding claims 1 and 180-181, Komatsu et al. disclose in Fig. 2, a test circuit 
10, a first element 21-23 and second element 22,23,26 comprises at least one of a 
transmitter 22 and receiver 22; wherein when the first element is couple to the test 
circuit 10 and the second 22,23,26 element is coupled to the first element 21-23; at 
least one of the first and second elements is capable of testing another one of the first 
and second element using the test circuit via through Data_En and Data_Rx; and the 
first element comprises a receiver 23 when the second element comprises a transmitter 
22. 



Application/Control Number: 10/768,443 Page 3 

Art Unit: 2829 

Regarding claim 5, Komatsu et al. disclose in Fig 2, the test circuit includes a 
pattern generator 1 1 and pattern compare circuitry 12: 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Komatsu et al. (U.S. 6, 631,486) in view of Haruyama (U.S. 7,092,637). 

Claims 2-4 add the limitation wherein the semiconductor device is configured to 
operate at high frequencies (1Ghz-3Ghz). Komatsu et al. disclose a high-transfer rate 
signal pattern of the receiver 23 and transmitter 22 in column 6, lines 15-20 wherein 
transfer rate is about 400Mbps. However, Haruyama disclose in column 1 , lines 30-35 
that transfer rate of 400Mbps is operate at a gigahertz (high frequencies up to 5Ghz). 

The transfer rate of 50Mbps to 400Mbps corresponds to the range of 1-5Ghz 
frequencies, which overlaps with the claimed ranged (See, e.g., Atofina v. Great Lakes 
Chem. Corp, 441 F.3d 991, 999, 78 USPQ2d 1417. 1423 (Fed. Cir. 2006). 
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Response to Arguments 

5. Applicant's arguments with respect to claims 1-5 have been considered. Some 
of the arguments are moot in view of the new explanations provided in the rejection for 
applicant's benefit. The other arguments are not persuasive. 

6. The applicants argue that: 

Claim 1 calls for a single "semiconductor device, comprising: a test circuit; a first 
element [transmitter or receiver]; and a second element [transmitter or 
receiver].,. "the Examiner has admitted that Komatsu et al. does not disclose a 
single "semiconductor device comprising..." 

7. The examiner respectfully disagree to the above argues because: 

The Examiner now using second embodiment of Komatsu et al. to reject 
claims 1-5 and 180-181, wherein column 7, lines 53-55 wherein tester and 
DUT are in the same semiconductor structure. 



Allowable Subject Matter 

8. Claims 6-14 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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The following is a statement of reasons for the indication of allowable subject 
matter: claims 6 and 10 recite, inter alia, "at lest one reference signal line that carries a 
voltage reference signal and wherein the test circuit includes at least one comparator 
circuit to compare at least one voltage signal representing received date with the 
voltage reference signal ". 

Claims 7-9 and 11-14 variously depending from claims 6 and 10 are allowable for 
the same above reasons. 

The art of record does not disclose the above limitations, nor would it be obvious 
to modify the art of record so as to include the above limitations. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Trung Nguyen whose telephone number Is (571) 272- 
1966. The examiner can normally be reached on Monday through Friday. 8:30AM - 
5:00PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ha Nguyen can be reached at (571) 272-1678. 



Conclusion 



Trung Nguyen 

Patent Examiner 
Group Art Unit 2829 
February 15, 2007. 
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